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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

Claims 1, 5, 10-11, 15, 25, and 29 rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described in the specification in such a 
way as to enable one skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and/or use the invention. The specification, as 
originally filed, does not provide support for the invention as now claimed. 
Claims 1,11, and 29, line 13 recites "...the user is equipped for audio reception 
only..." and line 14 recites "...a text-to-speech module to send audio to the 
caller.." Applicant's specification discloses that the user receives visual text of 
options and hyperlinks and can then enter in text so that it can be converted into 
speech for the caller(see page 7 lines 22-24). Therefore the user is equipped to 
send and receive visual data and not only audio. Appropriate clarification or 
correction is required. 

Furthermore claims 5 and 15, line 2 recites "...options are presented in an 
instant message as hyperlinks. . . .". This would further cause 1 1 2 issues because 
these hyperlinks would contradict 'audio reception only.." as the user needs to be 
equipped for receiving visual data also so that he/she can click the hyperlink in 
the instant message. Appropriate clarification or correction is required. 
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Claims 10 and 25, line 2 recites "...configured for audio transmission 
only.." Applicant's specification discloses that the user receives visual text of 
options and hyperlinks (see page 7 lines 22-24). Therefore the user is equipped 
to send and receive visual data and not only audio. Appropriate clarification or 
correction is required. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this 

Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

Claims 1-33, and 36 rejected under 35 U.S.C. 102(b) as being 
anticipated by Wolff, Patent #5,809,128. 

Regarding claims 1 and 29, Wolff teaches a method and a computer 
readable storage medium storing instructions for controlling a telephone call to 
an instant messaging user, comprising: 

receiving at a call server a call directed to the user and identifying an instant 

messaging service used by the user (24, 30, and 32 of Fig.2); 

sending an instant message to the user through the instant messaging service to 

offer the user one or more options for responding to the call (Fig.4); 

if no response is received from the user within a predetermined period of time, 

controlling the call as specified in a default option (40 Fig.2); and otherwise: 
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receiving an option selection from the user; and controlling the call as specified in 
said selected option (42 Fig.2); and 

wherein when the user selects an option to answer the call and the user is 
equipped for audio reception only, then said controlling step executes a text-to- 
speech module to send audio to the caller to allow communication between the 
user and the caller(50 Fig.2 and col .5 lines 1-6). 

Regarding claim 2, Wolff teaches the method of claim 1 , further 
comprising determining a user name of the user for the instant messaging 
service (col.3 lines 51-68). 

Regarding claim 3, Wolff teaches the method of claim 1 , wherein said one 
or more options include one or more of the set of transfer the call, answer the 
call, take a message from the caller and play a message for the caller (Fig.4) 

Regarding claim 4, Wolff teaches the method of claim 1 , wherein said 
option selection is received in an instant message from the user (Fig.4) 

Regarding claim 5, Wolff teaches the method of claim 1 , wherein said 
selected option is presented in said instant message as a hyperlink and said 
receiving said option selection comprises receiving a communication connection 
initiated by the user's selection of said selected option (Fig.4-10) 

Regarding claim 6, Wolff teaches the method of claim 1 , wherein said 
selected option is to play a message for the caller, the method further comprising 
recording a message from the user (col. 5 lines 1-6) 

Regarding claim 7, Wolff teaches the method of claim 1 , wherein said 
selected option is to play a message for the caller and said controlling comprises: 
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converting a textual message provided by the user into audio; and playing said 
converted message for the caller (coL5 lines 1-6) 

Regarding claim 8, Wolff teaches the method of claim 1 , wherein said 
selected option is to answer the call and said controlling comprises: 
establishing an audio connection between the user and said call server; and 
bridging the call onto said audio connection (Fig.4 and col.5 lines 29-37) 

Regarding claim 9, Wolff teaches the method of claim 8, wherein said 
audio connection is established through the instant messaging service without 
further action by the caller (Fig.2 and Fig.4) 

Regarding claim 10, Wolff teaches the method of claim 8, wherein when 
the user is equipped for audio transmission only then said controlling further 
comprises: 

executing a speech-to-text module to send text of the caller's speech to the user 
to allow communication between the user and the caller (col.4 lines 43-68 and 
col. 7 lines 5-22) 

Regarding claim 11, Wolff teaches a method of handling a telephone 
call for a subscriber, comprising: 

receiving at a call server a call for a subscriber and identifying a first 
computer-implemented instant messaging system used by the subscriber (Fig.2 
and col.3 line 51 -col.4 line 27) 

sending a first instant message to the subscriber through the instant messaging 
system, wherein said first instant message includes a first set of options for 
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handling the call and one or more of said first set of call handling options 
comprise links to said call server(Fig.4 and col.4 line 43-col.4 line 6) 
if the subscriber selects one of said first set of call handling options: 
receiving a communication connection from the subscriber, wherein said 
connection is initiated by the subscriber's selection of a call handling option that 
comprises a link; and handling the call as specified in said selected call handling 
option (Fig.4 and col.4 lines 43-68); and 

wherein when the user selects an option to answer the call and the user is 
equipped for audio reception only, then said controlling step executes a text-to- 
speech module to send audio to the caller to allow communication between the 
user and the caller (col.5 lines 1-6) 

Regarding claim 12, Wolff teaches the method of claim 1 1 , further 
comprising: 

if the subscriber does not respond to said first instant message within a 
predetermined period of time, handling the call as specified in a default call 
handling option (40 Fig.2). 

Regarding claim 13, Wolff teaches the method of claim 1 1 , further 
comprising: identifying the user by an original called number field of the call (28 
Fig.2 and col.5 lines 43-65) 

Regarding claim 14, Wolff teaches the method of claim 1 1 , further 
comprising: identifying the caller by a caller identification field of the call; wherein 
said first instant message includes an identifier of the caller (col. 3 lines 51-68) 
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Regarding claim 15. Wolff teaches the method of claim 1 1 , wherein said 
links are hyperlinks to said call server (Fig.4) 

Regarding claim 16. Wolff teaches the method of claim 1 1 , wherein said 
receiving a call comprises receiving a call forwarded to said call server from a 
subscriber number originally dialed by the caller (Fig.4-1 1 ) 

Regarding claim 17. Wolff teaches the method of claim 1 1 , further 
comprising retrieving user names of the subscriber for one or more instant 
messaging systems (col. 3 line 51 -col .4 line 27) 

Regarding claim 18. Wolff teaches the method of claim 1 1 , further 
comprising sending a second instant message to the subscriber through an 
instant messaging system different from said first instant messaging system, 
wherein said second instant message comprises a second set of call handling 
options (46 Fig. 3, Fig.4 options, Fig. 10, and col.6 lines 17-45 when transferred to 
a different number). 

Regarding claim 19. Wolff teaches the method of claim 18, further 
comprising: if the subscriber selects one of said second set of call handling 
options: 

receiving a return instant message from the subscriber, wherein said return 
instant message includes an identifier of a call handling option selected by the 
subscriber; and handling the call as specified in said selected call handling option 
(Fig.4 and col.6 lines 17-45) 

Regarding claim 20. Wolff teaches the method of claim 1 1 , wherein said 
selected call handling option comprises transferring the call and said handling the 
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call comprises: transferring the call from said call server to a telephone number 
identified by the subscriber (Fig.1 0, Fig.1 1 ). 

Regarding claim 21. Wolff teaches the method of claim 1 1 , wherein said 
selected call handling option comprises playing a message for the caller and said 
handling the call comprises: playing a message identified by the subscriber for 
the caller (Fig. 8 and Fig.9) 

Regarding claim 22, Wolff teaches the method of claim 21 , further 
comprising converting said identified message from text to audio prior to said 
playing (col. 5 lines 1-6) 

Regarding claim 23, Wolff teaches the method of claim 21 , further 
comprising recording said message prior to said playing (col.5 lines 1-6) 

Regarding claim 24, Wolff teaches the method of claim 1 1 , wherein said 
selected call handling option comprises answering the call and said handling the 
call comprises: 

establishing an audio connection between said call server and the subscriber, 
without further action on the part of the caller; and bridging the call onto said 
audio connection (Fig.4 and Fig. 6) 

Regarding claim 25. Wolff teaches the method of claim 24, wherein when 
said device configured for audio transmission only and said establishing an audio 
connection comprises: operating a speech-to-text module to send text of the 
caller's speech to the subscriber (col.7 lines 5-30) 

Regarding claim 26, Wolff teaches the method of claim 24, wherein said 
establishing an audio connection comprises establishing an audio connection 
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between said call server and a communication device on which the subscriber 
received said first instant message (Fig.4-Fig.1 1) 

Regarding claim 27, Wolff teaches the method of claim 1 1 , wherein said 
selected call handling option comprises taking a voicemail message from the 
caller and said handling the call comprises: 

connecting the call to a voice recording module; and recording a message from 
the caller (fig.4-11) 

Regarding claim 28, Wolff teaches the method of claim 27, wherein the 
subscriber chooses to screen said voicemail message, the method further 
comprising establishing an audio connection between said call server and the 
subscriber; and bridging said audio connection onto said voice recording 
connection (Fig. 4,col.7 lines 5-30; voicemail is screenable) 

Regarding claim 30, Wolff teaches a call control system for handling calls 
in real-time, comprising: 

a call receiver module configured to receive a call directed to a subscriber, 
a database of subscriber profiles, wherein a profile for a first subscriber includes 
one or more user names of the first subscriber for one or more instant messaging 
systems (Fig.2 and col.3 line 51-col.4 line 27 and col. 5 lines 52-68) 
an instant messaging module configured to send an initial instant messaging 
message to the first subscriber in response to receipt of a call for the first 
subscriber from a caller, wherein said initial instant messaging message includes 
a set of options for handling the call (Fig.4 and col.4 lines 43-68) 
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a voicemail module configured to record an incoming message from the caller if 
the first subscriber selects a voicemail option for handling the call(Fig.4); and a 
message playback module configured to play an outgoing message for the caller 
if the first subscriber selects a message playback option for handling the call 
(Fig.8 and col.4 lines 43-68) 

an audio module configured to establish an audio connection with the first 
subscriber if the first subscriber selects a call handling option for answering the 
call(Fig.6 and col.4 lines 43-68); and 

wherein said audio module is further configured to establish an audio 
connection with the first subscriber if the first subscriber selects a voicemail with 
screening option for handling the call (40 Fig.2 and Fig.4; voicemail has 
screening option). 

Regarding claim 31 , Wolff teaches the call control system of claim 30, 
wherein one or more of said call handling options in said initial instant messaging 
message comprise hyperlinks to the call control system (Fig.4) 

Regarding claim 32, Wolff teaches the call control system of claim 31 , 
further comprising a network server configured to receive a communication 
connection from the first subscriber initiated by the first subscriber's selection of 
one of said hyperlink call handling options (col.4 lines 43-68) 

Regarding claim 33, Wolff teaches the call control system of claim 30, 
wherein said instant messaging module is further configured to receive a return 
instant messaging message from the first subscriber, wherein said return instant 
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messaging message includes a selection of one of said call handling options 
(Fig.4-11) 

Regarding claim 36, Wolff teaches call control system of claim 30, wherein 
said message playback module comprises a text-to-speech converter (Fig. 9 and 
col.5 lines 1-6) 



Conclusion 

3. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Joseph T Phan whose telephone number is 
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703-305-3206. The examiner can normally be reached on M-TH 9:00-6:30, in 
every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Fan Tsang can be reached on 703-305-4895. The fax 
phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 
703-305-9600. 

JTP 

November 13, 2003 



FAN TSANG 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2600 




